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No. 4269

IN THE

United States Circuit Court of Appeals

For the Ninth Circuit

Paul E. Denivelle,
Appellant,

vs.

MacGruer & Simpson (a copartnership) and

George Smith MacGruer and Robert

Morton Simpson, individually, and soine-

times doing business as MacGruer & Co.,

Appellees.

On Denivelle Patent

for

Artificial Travertin,

No. 1,212,331,

Dated,

January 16, 1917.

REPLY BRIEF FOR APPELLANT.

By leave of Court this brief is filed for the pur-

pose of pointing out and correcting some of the many
inaccuracies appearing in the defendants-appellees'

brief.

FORM AND CONTENTS OF THE RECORD.

Passing over defendants' criticism of this Court's

order (R. 693) respecting the printing of documen-

tary exhibits and which criticism appears under the

caption of "A Word as to the Printed Record"

(page 4, defendants' brief), we note on page 5 the

following

:
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* * * u
ii^Qj,Q jjn^g been included and printed

the proceedings, in the matter of the preliminary
injunction including the Notice of Motion for
Preliminary Injunction, the Order to Show
Cause and the numerous affidavits in connec-
tion with that Motion, vone of which, except-
ing the affidavit of Paul E. Denivelle (printed
at pp. 23-45 of the record), were introduced as

exhibits in the case in the court below. We do
n.ot know for what purpose the proceedings on
the motion for preliminary injunction (with the

exception of the Paul E. Denivelle affidavit)

appear in this printed record, but as they can
do no harm we have concluded to proceed with
the preparation of our brief and argue this ap-
peal without taking exception thereto" (italics

theirs).

The same criticism is repeated in only slightly dif-

ferent form at page 94. In this connection we direct

the Court 's attention to pages 546 to 552 of the pres-

ent Record on Appeal to show why and for what

purpose the affidavits of Blohme, Delaney, Twaits

and the defendants, Simpson and MacGruer were

referred to and admitted. They were offered as ad-

missions against interest and were so understood

by the Court. Thus R. 546-547

:

^'Mr. Anderson. I object to counsel quoting
from an affidavit. The witness was not under
examination and cross-examination; in other

words, he was not being orally examined.

"The Court. The theory on which you are

offering this is the same, an admission against

interests ?

''Mr. TowNSEND. Yes, your Honor, an affi-

davit used on the hearing for the preliminary

injunction, as an admission against interest.



''The Court. And they used it there?
''Mr. TowNSEND. Yes, your Honor.
"The Court. It will go in the record over

the objection. If not competent or material,

the Court will give it no consideration. If the

case goes up to the Circuit Court of Appeals it

will not have to be sent back merely because
that was not admitted.

(The document was marked Plaintiff's Ex-
hibit 13.)

"Mr. TowNSEND. Regarding this booklet,

Mr. Blohme, in his affidavit, on page 2, begin-
ning line 24, says

:

" 'That to the best of affiant's knowledge and
belief Exhibit No. 7 forming part of this affi-

davit is one of the original copies of said pub-
lication and is so identified by affiant'."

And, again, page 551 the Court said concerning

defendants' objection to the consideration of Twaits'

affidavit

:

"The Court. Oh, yes, if it will rise to the

dignity of an admission I think it should be
heard. The objection is overruled. If not com-
petent or material the Court will disregard it

in its decision."

THE NUMBER OF UNSUCCESSFUL BIDDERS (EXPERI-
MENTAL FAILURES) IMMATERIAL, EXCEPT AS
SHOWING DIFFICULTIES AND UNCERTAINTIES
OF DENIVELLE'S TASK.

The defendants at page 3 of their brief criticize

this Court for having relied on Mr. Denivelle's tes-

timony in the Los Angeles suit and having held

that the Pennsylvania Station and other early jobs

were of an experimental character; defendants now



contending that they have here adduced new evi-

dence showing that he (Denivelle)

"had been one of mnny who had entered com-
petitive samples for this Pennsylvania Station
job accompanied by competitive bids hased on
the same specifications, and as in the case of
any other competitive bidding, he had received
the contract because he had named the lowest
figure for the job" (italics theirs).

But the Los Angeles record shows in many places,

as pointed out in our opening brief (pp. 59 to 75)

that

"Denivelle had been one of many who had en-

tered competitive samples for this Pennsylvania
Station job, accompanied by competitive bids

based on the same specifications" (italics

theirs).

So there is nothing new in that defense.

EXPERIMENTAL CHARACTER OF DENIVELLE S WORK
GENERALLY RECOGNIZED.

On page 4 of defendants' brief it is said:

"In the present case also Denivelle, although

testifying at the trial, says nothing ahout the

Pennsylvania Station job being an experiment,

notwithstanding that all these depositions for

the defendants had been taken before he went

on the stand, and not a word of testimony was

introduced on behalf of the plaintiff to rebut

the testimony given by the defendants' tvit-

nesses" (italics theirs).



Our answer to that is found at page 54 of our

opening- brief where one reason is found for not re-

examining Mr. Denivelle on the early history of the

invention.

Another answer is that both the documentary and

oral evidence here adduced by the defendants cor-

roborates and substantiates the showing of the

highly experimental character of the invention over

a period of several years (see our opening brief,

pages 87 to 155, inclusive).

Fenner, the architect, for example, testifies (our

opening brief pages 101-102) :

"Certainly the preparation of samples was
an experiment, for to the best of my knowledge
nothing of the sort had ever been attempted
before. * * * yet until the tvorJi was completed
and had stood certain tests of time and. use,

no one coidd he certain that the residts indicated

from the samples tooidd actually he brought
ahout in reality.
* * ' * * •jfr * *

u* * * j^^^,^ ^g ^ ^^^^ material with no data,

no precedent to enahle anybody to determine
tvith any accuracy, certainty or finality tvhat

the residt wotdd he'' (italics ours).

The Century Dictionary, etc.

And Webster (our opening brief, page 104) :

'^Q. 161. It is your testimony that that work
was done in that mamier in accordance with his

contract and specifications?

"A. Except where it was altered as he pro-

gressed tvith his experiments and process of

manufacturing his material, with our consent.
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''We did several things in the Station that
had never been done before—it was a very
unusual building. * * *>>

'

And, again, Webster testifies (our opening brief,

pages 106-7) :

^'The point was when we closed Denivelle's
main contract we asked for an extension of a
year's guaranty to determine liow good the
material was ivithin that period, and // did
demonstrate that the vibration and change of
temperature affected certain areas, and there
were sections that Jtad been repaired/'

"Due to the expansion, contraction and vi-

bration, and especially so in the main concourse

;

all the steel being exposed and not protected by
masonry, is subjected to extremes of heat and
cold—must expand and contract—that in turn
has its reaction on the balance of the building."

And, again (page 108 of our opening brief)

:

u* * * ^j^^ expediments woidd. still be car-

ried on to prove what had been done before;

that I brought out in my testimony heretofore,

sir. It wasn't a hard and fast proposition;

ivhen Mr. Denivelle got the contract he started

in trying to improve the method of making this

material to get a better effect as well as to

expedite the making of it."

And, page 109 of our opening brief:

"The Fuller Company were rather doubtful

as to Denivelle's ability to carry on a contract

of this size, especially due to its novelty," etc.

Whipple (our opening brief, page 111) :

"RXQ. 1. As I understand from your testi-

mony, Mr. Whipple, there were changes and
improvements being constantly made in this



process from the time that you did the Penn-
sylvania Station until the time of the work in
California 1

"A. Yes, lots of changes—lots of improve-
ments. '

'

Cooke's testimony is to the same effect of change

and experimentation.

But the witness McClure, plainly hostile to Deni-

velle, perhaps gives the most convincing proof of

how the puhlic viewed Denivelle's work at that time

by naively citing the Bessie Winn case (see our

opening brief, p. 115).

McClure says:

''A. I was called as a witness in a suit

brought by Bessie Winn—she is an actress

—

claiming damages for injuries received in falling

down the steps leading from this same foyer
or lobby, between the lunch and dining room to

the general waiting room, which are built of
real travertin. It was claimed that these steps
had been made from iinknotvn material; were
temporary or experimental in material, design,
and other things. It was proven to the satis-

faction, I think, of all present, that they were
not experimental, either in material or design,

the material being the same as that used in the
building of St. Peter's at Rome."

In other words, it was the real or natural travertin

that was proven not to be ''unknown", ''temporary"

and "experimental"! Suppose, however, the steps

had been made of "Artificial Travertin" (which, of

course, was not the case) then by the same token

its use would have been experimental!
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See, also, Liva's testimony quoted page 126 of

our Opening Brief.

As showing as late as 1916 that the Denivelle

Process and invention was something more than

the "skill of the calling" we have the testimony of

an outside architect in regard to the Campbell

Funeral Chapel (our opening brief, page 139)

where Mr. Almiroty, in speaking of the method

there adapted to form the voids by a method of

sand-hlasting testified (R. 458)

:

'^XQ. 29. What produced the voids in the

slabs that were cast on the marble?
"A. Well, there were various methods used

for that. Sand was used to some extent and
Mr. Fincke developed his own process after-

wards, in connection with that work, to pro-

duce the voids, and I think water was used at

one time very satisfactorily. At one time air

was used. Various methods were experimented

with to produce the best results, but I think on

the whole sand was found to be the most

feasible.
'

'

(As the Denivelle patent was not issued then, it

cannot be said that Fincke was trying to avoid in-

fringement. It shows that Artificial Travertin was

still an indeterminate quantity and that the public

had not been given something that they knew how

to use.)

Finally what could be more persuasive of the

experimental character of the invention than Mr.



MacGruer's own words with reference to Mr. Deni-

velle's process in 1913 (R. 608) :

"Well, at that time it was very much of an
experiment with himself

* * * 7?

Or Mr. MacGruer's letter of October 8th, 1903,

quoted at pages 9 and 10 of our opening brief,

where he bitterly complained

:

* * * "we will demand to be compensated
for our experimental work''

and
* * * "so far we have been unable to get

the desired result'';

and

^^we are being used solely for expenmental
purposes."

These admissions of defendants estop them to

assert the contrary now.

Whipple, who left for California with Mr. Deni-

velle April 10th, 1913, says in answer to Q. 63,

R. 201

:

"When we first went there we did a lot of

experimenting.'

'

"Experiment" is defined in the Century Dic-

tionary :

"An act or operation designed to discover,

test, or illustrate some truth, principle, or

effect; especially, in science, the arrangement
of the elements or essential features of some
object or process so as to permit controlled

observation with a view to testing some hy-
pothesis or theory. * ^ * Something un-
dergoing the test of actual experience, as op-
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posed to that whose practicability or usefuhiess
has been fully demonstrated."

As we have already heretofore pointed out and

as the Court has found in the former Los Angeles

suit, the question of experimental use is well set-

tled. An invention must not only be new but it must

be useful, A wall surfacing for a building, like a

pavement surfacing for a roadway (Elizabeth v.

Pavement) that would not last five or six years

would not have such utility that anyone would want

it. No one w^ould think of incurring the expense

of putting the one up, or laying the other down.

There is but one way to ascertain whether such in-

ventions have the desired utility and durability:

and that is to test it by use. A trial of two years

would demonstrate nothing. It might have stood

the test for that period and then suddenly have dis-

integrated.

As the witness Penner said (R. 181), to quote

again

:

a* * * ^jj^ji fjig work was completed and
had stood certain tests of time and use, no one

could be certain that the results indicated from
the samples would actually be brought about in

reality.

**We know perfectly well what the result of

laying up a brick wall is going to be, or putting

in an ordinary plastered ceiling, but here

is a new material with no data, no precedent

to enable anybody to determine with any ac-

curacy, certainty or finality what the result

would be'' (italics ours).
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ABANDONMENT NOT TO BE PRESUMED.

As stated by Robinson, page 488, Section 355

:

"To make an instrument is not to use it. A
use which is experimental, or is designed to
test the capability or merits of an art or in-

strument, is not a use from which abandonment
can be inferred. Such use assumes that the
inventor does not yet regard his own idea of
means as perfectly developed, or fears that his
embodiment of it is not adapted to its full ex-
pression; and therefore his experimental use
of the invention, whether in public or in pri-

vate, and for however long a time continued,
indicates no intention to surrender it to the
public, but on the contrary a design to retain
entire control over it for the purpose of com-
pletely realizing his idea. That from a use
like this benefit accrues indirectly to the public,

or some advantage is obtained by the inventor,

does not change its character. A use clearly

experimental, in good faith and for a reason-
able time, though it may show that the invention
is in fact complete, does not affect the exclusive

rights of the inventor or constitute a dedica-

tion to the public. Such dedication is inferrible

only from a use in the same manner and for

the same beneficial purposes as would exi^t if

the invention, being finished, patented, and
published to the world, had been recognized and
adopted by the public as an operative means
for the accomplishment of certain ends."

Whipple also says on the subject of secrecy (R.

204)

:

''XQ. 2, Was there a part fenced off for a

shop there in the station? A. Yes, in the

Seventh Avenue Arcade.
"XQ. 3. And was that shop open to the pub-

lic f A. No.
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''XQ. 4. Outsiders were not permitted to

enter there? A. No" (italics ours).

THE PENNSYLVANIA STATION JOB.

At page 8 of defendants' brief the following is

quoted from Mr. Denivelle's affidavit on motion for

preliminary injunction

:

'' 'The intrinsic merit of the invention has
found expression in a large practical way in
its extensive use by affiant in the monumental
structure of the Pennsylvania Railroad Station
in New York City * * *' (record p. 28,

Denivelle's affidavit of July 14, 1923)."

That this is not a new thought, presented here

for the first time to this Court, is seen from the

fact that the identical language appears in our

former brief before this Court in the Los Angeles

case at the top of page 13. Many *' practical" things

have an experimental beginning and are carried

though by a constant and often continued condition

of experimentation and observation.

PRIOR ADJUDICATION AS TO PUBLIC USE AND SALE
ADMITTED.

Continuing at the bottom of page 8 and top of

page 9, defendants say:

''This Pennsylvania Station job may be re-

garded either as a sale of a specimen of his in-

vention, or it may be regarded as a public use of

his alleged invention, or both a public use and
sale'' (italics ours).
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However :

''The putting 'on sale' intended by tlie stat-

ute is more or less analogous to a public use,

and has regard to actual and completed trans-

actions, and not to agreements which contem-

plate both a future production and a future

transfer of title."

McCreery Engineering Co. v. Massachusetts

Fan Co., 195 Fed. Reporter 498 (at page

502).

The defendants have already admitted at page 1

of their brief that the defense of "public use and

sale'' has already been adjudicated by this Court.

Thus at page 1 of their brief defendants say con-

cerning the Los Angeles case:

"On appeal this Honorable Court reversed
the decree in the prior suits and held the patent
to be valid over the defense of puhlic use and
sale by the patentee more than two years before
he tiled his application for patent" (italics

ours).

The whole argument of defendants here of "pub-

lic use and sale" will impress the Court as having a

familiar ring. To quote from the brief of the de-

fendants-appellees in the Los Angeles case, which

brief is on tile in this Court, beginning page 11

:

'

' Mr. Denivelle testified that the railroad sta-

tion was begun in 1910 and finished as far as

he was concerned in 1913 (Tr. p. 172). but that

the public began to go through the same long
before the building was completed, the first

travertine being put on in 1910."
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And, again, page 14 of that former brief it was

urged

;

''However, by some strange, perverted taste

the builders of the Pennsylvania Railroad Sta-
tion, in an appeal to novelty rather than beauty,
decided to finish part of their building with
Travertine stone and to carry out the Traver-
tine idea, if possible, by imitations of such
Travertine stone. They invited the trade in

New York to make samples of the imitation
stone and to submit bids for the furnishing of

the same, and the evidence clearly shows that

those skilled in the trade, by the use of their

ordinary knowledge of their art, were able to

imitate this stone with varying degrees of skill,

but Denivelle, perhaps by reason of greater

skill and perhaps by reason of a more satisfac-

tory bid, was awarded the contract and the

work thereon was begun early in 1910" (italics

ours).

To "submit bids" is, of course, to offer for sale.

Continuing the Los Angeles appellees argued at

page 14 of the same brief

:

"The evidence clearly shows that the finished

product so sold to the builders of the Pennsyl-

vania Railroad station was not for experi-

mental purposes. Mr. Denivelle may have

guaranteed his work, but this by no means ren-

ders it an experiment, as contractors or manu-
facturers frequently guarantee their products

and offer to replace defective parts. There is

no evidence here that the Pennsylvania Rail-

road Company was engaged in any experiment

whatever.
"The use of this product was perhaps novel.

Its utility must be acknowledged from the fact

that it was used."
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Then, again, on pages 25 and 26 of the Los An-

geles brief occurs the following:

"The evidence in this case shows that the
first products of this nature manufactured by
Denivelle were made in 1910, or possibly in
1909. There w^as only one result sought to be
obtained, and that was the appearance of holes
and coloring of body and veining, which should
bear some resemblance to Travertine marble.
Whether or not this result could be obtained
was apparent as soon as the mass had set and
the material dried out sufficiently to show the
coloring and structure of the artificial product.
No experimentation as to durability was re-

quired, as in the case of paving and other things
which are subject to wear, because it was well
known what effect the weather would have upon
cementitious structures and upon the coloring

matter thereof."

The whole subject was elaborately re-argued by

the appellees there in their petition for rehearing.

COMPETITIVE BIDDERS.

Just why counsel for defendants repeatedly refers

(at pages 9, 10, 18, 46 and 59 of defendants' brief)

to their being four competitive bidders who installed

samples or were prepared to do the job is not un-

derstood. While the exact number of bidders, par-

ticularly the unsuccessful bidders, is inconsequen-

tial, we do insist on exactness on the part of our

adversaries in seeking to enlighten the Court. No
one, as far as we recall, has ever claimed that there
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were ever more than three samples actually set up
in the Pennsylvania Station for comparative view

by Denivelle, McNulty and Miller. Such was the

testimony in the Los Angeles case and such is it

here, although, of course, it is true, as shown by the

letters of McKim, Mead & White, quoted at page

89 of our brief, that originally jive different parties

submitted samples ''of varying merit" and widely

varying bids.

The architect, McClure, one of the present de-

fendants' witnesses, testifies (R. 427) :

"* * * —samples for this work, the result

of which 3, as I remember, contractors prepared
and put up samples as they understood it from
this specification; one of which was Denivelle;

the other was Miller; and the other was Mc-
Nulty—their official names I am not giving."

To the same effect is the witness Massimo, who

claims to have prepared the McNulty sample.

Thus at R. 300, Qs. 32-33:

''Q. 32. At the time the McNulty Bros.'

specimen of imitation travertine was installed

in that Arcade did you see any other samples

of imitation travertine being installed"?

''A. I did. I saw H. W. Miller, Inc.'s

sample.
"Q. 33. And were there other samples be-

ing installed at that time?

A. The Denivelle samples."a

At page 46 of their brief defendants say:

"There were four contestants, each of whom
submitted and installed a specimen and sub-

mitted a bid. These contestants were, besides
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Denivelle, Miller, McNiilty and Myeciiiaii Mar-
ble Company. Denivelle was the lowest bidder,
and notwithstanding that the g'eneral contrac-
tors, Fuller & Company, recommended that the
contracts be awarded to McNulty Bros, as hav-
ing- submitted tJie heRt samples, even though
their bid was higher, Denivelle finally got the

contract in March, 1909" (italics ours).

The ''Mycenian Marble Company" did not sub-

mit and install a sample. McNulty 's was not the

best sample; which facts are well-kno^vn to de-

fendants.

DENIVELLE S SAMPLE OFFICIALLY RECOGNIZED AS
BEST.

Mr. Gibbs, Chief Engineer, in his letter of Feb-

ruarv 4th, 1909, appearing at pages 94 and 95 of

our brief, says that Denivelle made the best sample.

Mr. Rea, president of the Terminal Company and

vice-president of the Pennsylvania Railroad, states

in two places that Denivelle made the best sample;

and Mr. Webster wrote counsel for defendants on

January 22nd, 1924 (see page 85 of our brief) :

''Mr. Denivelle 's material was selected as be-

ing the best submitted, both with regard to

color, texture and durability, * * *."

Mr. Webster further emphasizes this on redirect

(R. 275) as to the Denivelle sample:
a* * * there was a sample compared with

other samples and judged to be better."
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At R. 276, Webster says:

''The other samples might have been satis-

factory in comparison^—purely comparing one
sample with the other to get the best results,

and Denivelle's sample; he had followed out
the specification using white Portland cement

—

the other hadn't done so" (italics ours).

We have already seen from McNulty Bros.' own
admissions by their letter of December 28th, 1908

(quoted at page 92 of our brief), that they had not

followed the specifications, for they say:

"We have not followed your request to sub-

mit a sample made of white Portland cement,
because the short time allowed for the execution

of this work precludes its use, aside from the

possibility of efflorescence due to certain in-

gredients contained in this material."

Yet repeatedly throughout the brief (e. g. pages

9 and 10) of defendants, they fictitiously claim that

McNulty Bros, and all the others "did submit and

install a sample of the work prepared in accordance

with the specifications'' (italics ours).

DENIVELLE AIDED IN PREPARATION OF
SPECIFICATIONS.

In this Court's former opinion in the Los Angeles

ease is found the following quoted from Mr. Deni-

velle's testimony:

"Later, I helped them by suggestions in draw-

ing up specifications so that the Pennsylvania

Railroad might receive bids, and these specifi-
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cations were eventually whipped into shape, and
the plans likewise, and it was placed in it."

At page 10 of defendants' brief occurs the fol-

lowing in italics:

"There may have been an experiment con-

nected with that job, but if so it was not Deni-

velle's. Denivelle took a contract under certain

specifications, completed the work, and was
paid for it. Such experimenting as was done
occurred before the specifications were pre-

pared, and were for the purpose of satisfying

the architects that they could use imitation

travertine."

We but quote this that the Court may compare

it with the true facts shown by the record here

and by the Court's findings in the Los Angeles case.

At page 40 of their brief defendants say:

"The court will note that these samples were
made about a year preceding the preparation

of the specifications whch were submitted to

Denivelle, Miller, McNultv and other contrac-

tors who bid on the job" (italics theirs).

The reason for this unwarranted statement is not

apparent, because it departs from the facts in that

we all know the specifications were prepared before

the samples or the calling for bids. The corre-

spondence and the letters of the architects quoted

by us at page 89 of our brief and the testimony of

the witness Whipple show that the experimental

stage had not been passed by any means, but that

it continued long into the Exposition period, as
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seen by the testimony of the defendant MacGruer.

He testified (R. 608) :

''Well, at that time (1913) it was very much
of an experiment with himself, because he had
never used plaster."

Furthermore as to the specifications, it has al-

ready been pointed out that Denivelle was instru-

mental in their preparation. Moreover, they gave no

hint of the method by which the imitation travertin

might be or was to be made.

DANGER OF "FLAKING" AND "DISINTEGRATION"
RECOGNIZED.

At page 102 of defendants' brief they quote from

the Denivelle letter of July 20th, 1908, appearing

in our brief at page 85, wherein Denivelle guar-

anteed :

* * * "producing not an imitation, but an
exceedingly durable and true stihstitute for the

real travertine and granite tvithouttlie slightest

danger of flaking or disintegration" (italics

ours).

This in itself is enough to indicate that there must

have been serious doubts on the part of the archi-

tects and owners that there was some liability of

"flaking" and "disintegration"; a doubt that is

borne out by experience, as seen by the testimony

of Whipple (see page 99 of our brief).

It is interesting to note that in the "Third" para-

graph of the Pennsylvania Station Contract (de-
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fendants' Exhibit 4) it is provided that Denivelle

must:
a* * * ^^j.g down all portions of the work

which the Architects or Contractor shall by like

written notice condemn as unsound or improper,
or as in any way failing to conform to the draw-
ings and specifications."

And in paragraph ''eight":

ii¥r * * y^Q payment shall be construed to be
an acceptance of defective w^ork or improper
materials."

MISLEADING INFERENCE ATTEMPTED TO BE DRAWN
FROM THE EPISODE OF THE MAP SPACES.

At page 19 of defendants' brief appears the fol-

lowing, referring to Mr. Webster's testimony (heavy

leaded type theirs) :

"He says that in March, 1910, both Miller

and Denivelle submitted a bid for the six map
spaces in the Pennsylvania Station (Qs. 94-5,

p. 253). (Note that this was for additional work
of the same kind that Denivelle had already

done.

"Webster testified that at that time (March, 1910)

the Denivelle Company had installed quite a lot of

imitation travertine (Q. 98, p. 253)."

The obvious inference is that these map panels

were of artificial travertin. As a matter of fact

they were not of travertin at all and Webster does

not say that they were. A ''map space" is some-

thing to receive a map or canvas and these map

spaces were evidently intended to receive some sort
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of a decorative canvas or painting. (As a matter

of fact and if we were to go outside the record, these

map spaces did receive the canvases of the artist,

Jules Guerin.)

Twice later in the brief, as we will point out, de-

fendants make invidious reference to these map
spaces. First, however, to quote from Mr. Web-

ster's testimony (R. 253, Qs. 94-96, inclusive) :

"Q. 94. Do you recall that in March, 1910,

McKim, Mead & White received a bid from
H. W. Miller, Inc., for $4188, and also from the

Denivelle Hydraulic Composite Stone Co. for

$2421, for furring, lathing and plastering of

the six map spaces in the general waiting-room
of the Pennsylvania Station'? A. I remember
estimates were obtained but I do not recollect

the figures.

''Q. 95. But both the Miller Company and
the Denivelle Company bid on that job? A.

"Y^es sir.

"Q. 96. On that date, March 21, 1910, had

the Denivelle Company installed artificial trav-

ertin in the general waiting-room of the Penn-
sylvania Station ? A. They were working there

and had installed quite a lot of that material."

Note that these bids were "for furring, lathing

and plastering '^ of the six map spaces. In other

words, this was a "plastering" job and not an

"artificial stone" or travertin slab job.

Defendants know very well that neither Miller

nor anyone else, after the original contract was let

to Denivelle in March, 1909, ever bid against Deni-
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vclle on 'duy arfificial travertin worl: in connection

with Pennsylvania Station.

The Denivelle Company was equipped to do and

was engaged generally in doing other work than

artificial travertin, as shown by the testimony of

Whipple at R. 196-197, Qs. 23 to 29, inclusive; R.

200, Qs. 50 to 54, inclusive ; Webster R. 265, Qs. 155,

156, 157, and Cooke, R. 286, Qs. 19 to 22, inclusive.

Thus Whipple was taken off the Pennsylvania

Station job to do other stone and plaster work, not

Travertin, at 81st St., then on the Carroll house at

Tarrytown, and later returned to the Pennsylvania

Station (R. 197, Qs. 28 and 29) to do two sub-

waiting-rooms in limestone and not in Travertin.

Whipple makes the following reference to the

work on Artificial Travertin around the map spaces

(R. 197, Q. 32) :

'^ After I touched up the maps I didn't have
anything to do with that—I w^as on other jobs."

And at R. 198, in answer to Q. 33, he says

:

''Then there was lots of incompleted parts

around the maps—they didn't get the design."

Continuing, he says (R. 198, Q. 34 and answer) :

"Q. 34. Well, now, had you finished the wall

of the large waiting-room before you went on
this other job*? A. No, not around the maps
nor the figures, and I have seen other work that

was done there after I left, that wasn't com-
pleted."
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From the testimony of Whipple and Webster

quoted, it is quite apparent:

(1) That the Artificial Travertin was done by

Denivelle around the map spaces, and concerning

which the Miller Company had nothing to do and

on which they were not bidders after they passed

out of the picture when the award of the original

contract to Denivelle occurred in March, 1909.

(2) That the ''map spaces" were a competitive

"plaster" job and not Artificial Travertin, and on

which plaster job both Miller and Denivelle 's Com-

pany, as Plastering Contractors, bid and the award

was made, as we have seen, to Denivelle.

Nevertheless with this very clear understanding

defendants' brief at page 47 says:

"It seems also that after Denivelle had car-

ried out his contract in the Pennsylvania Sta-

tion, there was some imitation travertine work
to be done around the map spaces in the wait-

ing room, and here again Denivelle was a com-

peting bidder with the Miller Company."

And the error is accentuated at page 54 of de-

fendants' brief where they say:

"Further than this, after Denivelle had prac-

tically completed the work in the Pennsylvania

Station, he and Miller were again competitive

bidders for finishing the wall about the map
spaces in the Pennsylvania Station with arti-

ficial travertine. Still no protest from Deni-

velle that he was the inventor of the subject

matter of this patent" (italics theirs).
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The premises on which the defendants' argument

is based being found false, the deductions from

these false premises must necessarily partake of

the same taint.

CARELESS DISREGARD OF FACTS.

Another direct misstatement by counsel for the

defendants is found on page 16 of defendants' brief

where it is said:

"The attention of the court is called to the
fact that when Denivelle and Whipple reached
California in 1913, the defendants were at that

tune doing Machinery Hall in artificial tra.ver-

tine" (italics theirs).

Yet on the next page it is admitted that the pur-

pose of Denivelle and Cooke going to San Francisco

was:
" * * * to instruct MacGruer & Simpson and

the other contractors on the Exposition build-

ings, how to make imitation travertine, and to

get good material to stand on the outside of the

buildings; * * *."

Cooke says (R. 287) in answer to Q. 26, that he

was in California "from September, 1913, till May,

1915."

Whipple at R. 203 says in answer to Q. 74 that

he went to California in April, 1913, this being im-

mediately after his return in March, 1913, from

Montreal (Qs. 78 and 79). And again on cross-

examination (R. 207) he testifies:
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''XQ. 23. Do 3^ou know whether or not Mr.
Denivelle or his organization had to make re-
pairs or replacements in the Pennsylvania work
after the work was finished ? A. 1 heard when
I came back from Montreal that he had a gang
of men there doing repairs.

''XQ.24. That would be what time? A.
That's when we left for San Francisco because
I was in his shop in April, 1913, and he told me
there had been some men working on the Penn-
sylvania job doing some repairs, or something
there—I didn't go down there to see.

)>

Inasmuch as these three gentlemen all went to

San Francisco in order to teach the defendants how

to practice the Process it would not have been true,

and is shown not to be true by the evidence, "that

when Denivelle and Whipple reached California in

1913 the defendants here were at that time doing

Machinery Hall in artificial travertin."

A typical example of repetition and use of dis-

credited testimony is illustrated with regard to the

witness Krafft. Thus, page 29 of defendants' brief:

"Mr. Krafft on cross-examination, testified

that it was his impression that the sample of

imitation travertine submitted by McNulty
Bros, for the Pennsylvania Station was left in

place, for there was no reason why it should

not have heen, as it ivas in proper position and
a good imitation (XQs. 44-5, p. 108)" (italics

theirs).

Remembering that Krafft is an admitted in-

fringer, openly expressing his contempt for this

Court's opinion (R. 104, XQs. 35 to 37, and R. 103,

XQs. 19 and 22), and that Krafft was testifying to



27

facts occurring some fifteen years previous, he was

not at all positive that the McNulty sample was

left in place. On the contrary every other witness

testifying and knowing anything about the matter

showed that the samples were all taken doivn and

that the McNulty sample was never heard of again.

Witness Massimo, who made the McNulty sam-

ple, testified at R. 303:

"Q. 52. Did McNulty Bros, remove the sam-
]Dle which they had installed in the Penns,yl-

vania Station?
"A. I believe they did, but I do not remoni-

ber. It was not under my supervision."

Whipple at R. 196 testified on direct:

"Q. 20. Well, now, do you know whether
that sample which you were told had been put
there by McNulty, was taken down? A. Yes.

"Q. 21. It tvas taken down? A. It was. It

wasn't there when I came back to start setting

the stone" (italics ours.)

The purpose of ths attempted imposition on the

Court may be found at page 109 of defendants'

brief in the Appendix, where the defense seeks to

turn the making of these samples by the unsuccess-

ful bidders into a sale of something to Denivelle.

Defendants say at page 109 of their brief:

''Now, unless claims 9 and 10 are held to be

for imitation travertine in which the pockets

are formed by the employment of loose, lumpy,
cementitious material, obviously the samples
which these bidders practically sold in 1909

for $200.00 each, to Denivelle, would constitute

a sale more than two years before application
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for patent and complete anticipation for these

claims" (italics ours).

It is to be borne in mind that this $200.00 was not

a sale or a purchase of anything. It was a penalty

arbitrarily exacted from the successful bidder to

be paid to the unsuccessful competitors in partial

compensation of their efforts in trying to produce

an example of something theretofore entirely novel

and unknown.

ALLEGES PRIOR USES.

At page 34 of defendants' brief reference is made

to six alleged prior uses, in addition to the Pennsyl-

vania Station. Defendants say:

'^The court will have noticed frequent refer-

ences to other imitation travertine work done
by Denivelle about the time he finished the

Pennsylvania Station. This work may be enu-

merated as follows

:

Railroad Station, Ottawa, Canada 1911

Barroom, Vanderbilt Hotel, N. Y 1911

Robert GoeM House, Goshen, N. Y 1912

Job at 23rd St. near Broadway, N. Y.. .1912

Evans Museum, Philadelphia, Pa 1914

Astor Market, Broadwav near 96th St.,

N. Y " 1915."

Ottawa Station.

It is pointed out in our brief at page 51 and

again at page 128 that this Ottawa work being out-

side of the United States is not available as a de-

fense (Section 4923 U. S. R. S.), even if it were a

complete embodiment of the patented invention.
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As to the Ottawa job Whipple says (R. 207)

:

"A. 26. There was very little cast work on
the Ottawa job.

"XQ. 27. What parts were cast there?

''A. There were some molded bases and some
fluted columns and Corinthian caps; the cor-

nices were all made in place, and all the plain

surfaces, ordinary particles, pilasters, etc., were

all made in place."

At page 47 of defendants' brief it is said that

Denivelle, through Mr. Webster, did work in the

Railroad Station at Ottawa, Canada. Mr. Webster

had nothing to do with the Ottawa Station, and

Denivelle did no more travertin work for him after

the Pennsylvania Station.

At R. 264 and 265 Mr. Webster was asked

:

"Q. 157. Then Mr. Denivelle did not do any
imitation travertin in that Railroad Station in

Montreal "i

"A. No, sir.

"Q. 158. Well, affer the Pennsylvania job

was completed hi/ Mr. Denivelle, did he under

your supervision do any other imitation traver-

tin work for youf A. No, sir" (italics ours).

Vanderbilt Bar.

It is pointed out in our former brief at page 51

and again page 130 that this barroom job is nowhere

described by anyone as embodying either the pat-

ented Process here involved or the product claims

because:

(1) It was an ''applied" job; and
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(2) The architect Hopkins says (R. 482, XQ.
45):

''/ donH hdieve there are any striafions. In
fact, I am sure there are not/^

The only deductions possible from the Vanderbilt

job are:

(1) Being an "applied" job it did not embody

the Process claims 1, 2 or 5 of the patent in suit;

and

(2) Not having any "striations", i. e. veins, it

does not embody the Product claims 9 or 10.

The Goelet House.

The date of 1912 appearing in defendants' brief

opposite the Goelet House is misleading because, as

pointed out in ovir former brief at page 141 and

following, although the contract was let in 1912, ap-

parently the job was not completed until late in

1913 or early in 1914, for testifies Mr. Gaylor, the

architect (R. 236) :

"RDQ. 90. When was Mr. Denivelle's job

on the house completed? A. That I cannot
state definitely, because the payments on the

house and the other tvork ivere carried on to-

ciether

,

"RDQ. 91. When you left in February, 1914,

what was the condition of that Denivelle job

on the Goelet property ? A. To the best of my
recollection the work on the walls around the

entrance court was still to be done."

• A memorandum of payments appears at R. 227

and they extend from August 20th, 1912 to June 9th,
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1914. There is nothing to indicate anywhere at

any time when the comparatively small amount of

travertin work was done; most of that even being

of the applied sort.

It may be presumed that the Goelet contract, like

the Pennsylvania Station contract supra, provided

that no progress payments were to be construed as

an acceptance of any part of the work until final re-

lease and acceptance.

Obviously in a defense of this character the proof

offered does not measure up to that standard re-

quired of "proof beyond a reasonable doubt", par-

ticularly where the patent has already been sus-

tained by the Appellate Court.

23rd Street Job.

This defense finds its basis in the following testi-

mony of Mr. Whpple (E. 200-201) :

"Q. 55. Did you work on a job for Mr.

Denivelle in a building on 23d Street, just

east of Broadway on the South side? A. Yes,

sir.

"Q. 56. And was that artificial travertin?

A. Artificial travertin applied.

"Q. 57. And when did you work on that

job? A. I think that was done, if I am not

mistaken, in 1912."

Such testimony, however honestly given, will nei-

ther work an anticipation nor discredit the experi-

mental character of the patented Process, here in

issue, at that time.
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Evans Museum.

This use dated in 1914 is manifestly too late to

affect the Denivelle patent adversely. This job is

referred to at page 140 of our former brief.

Attention is also called to Mr. Denivelle 's testi-

mony in the Los Angeles suit at page 73 of the

Los Angeles Record (Exhibit 6), when Mr. Deni-

velle was called for the defendants there. Denivelle

testified (pages 73 and 74) :

"After completing the Pennsylvania Station
witness did not make any more artificial traver-

tin for some time. As to the next job witness

says: 'I am not sure as to whether it was in

the entrance of the American Art Galleries or

the Evans College at the University of Penn-
sylvania '. Witness employed other men in mak-
ing the artificial travertin at other places. Wit-
ness knows because he brought some to the

Exposition. '

'

Astor Market Defense.

The date given by defendants of 1915 is entirely

too late.

The testimony in regard to the Astor Market was

developed by defendants' counsel on examination of

defendants' own witness, William Steele Cooke, be-

ginning page 287, Questions 26 to 34, inclusive.

Nevertheless we find these different uses so shuf-

fled in later portions of defendants' brief as to give

the impression that the Astor Market and the Evans

Museum were done before Denivelle went to Cali-

fornia in 1912. In fact we find this statement at

page 53 of defendants' brief:
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''In addition, W(; have shown that about the

time Denivelle finished his Pennsylvania Station

job, and before he went to California in 1912
he made (mite an extensive use of his invention,

having done the Goelet house; the Station at

Ottawa, Canada ; the 'building on 23d Street, New
York; the Astor Market; the barroom of the

Vanderbilt Hotel, and the Evans Museum at

Philadelphia'' (italics ours).

As this Court found in the Los Angeles case, Mr.

Denivelle first went to California in December, 1912,

at the invitation of the Exposition authorities to

explain what he thought he could do for them.

Later he returned to California and brought Whip-

ple with him in April, 1913 (R. 201).

Then followed the instruction of the defendants

and others in the art of making artificial travertin;

but the very first work done at the Exposition was

not begun until September of 1913 (R. 642 and fol-

lowing), by the defendants on Machinery Hall,

Machinery Hall being completed and accepted in

March, 1914 (see our brief herein, pages 149 to 155,

inclusive).

Lord & Taylor.

At page 37 of defendants' brief occurs this at-

tempt to use discredited testimony:

"In passing it will be noted that Davis Brown
did the Lord S Taylor Building in Netv York
in imitation travertine in 1913^' (italics theirs).

Again at page 55 this Lord & Taylor alleged prior

use is referred to as follows:
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''Incidentally, the attention of the court is

called to the fact that the Lord & Taylor build-

ing, in which imitation travertine was installed

by Davis Brown, was done early in 1913, more
than two years before the application for the
patent here in suit was filed."

The Lord & Taylor Building was not done in 1913,

much less was it done "early" in 1913.

At page 83 of our opening brief we quoted from

the letter of Brown to these defendants written on

March 27th, 1923, in which Brown said:

"As to the date of the Lord & Taylor store,

where we have executed the plastering including
the imitation travertin work, it has been started,

in the year of 191.3 and completed the foUotving
year'' (italics ours).

By reference to Brown's testimony (R. 507-508)

note the following;

"XQ. 5. I show you a letter on the station-

ery of Lord & Taylor, and signed by A. C, Mc-
Master, Vice-President, giving the date of the

opening of the Lord & Taylor building as Feb-
ruary, 1914, would that change your answer in

any way regarding the date of opening?

"A. The only way I would change my an-

swer is because I am only going by recollection

of information which I received here some
months ago, and my secretary just told me that

the information we received—she said was 1913

—and it may he possible it is 1914; now if you
wish the exact information on that I can do the

very thing which you have done here—by in-

quiring I can get this information the same
way as 5^ou can

—

my recollection cannot go back

for 8, 9, 10 years and give the exact date. If
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this man says 1914, no clouht lie is right; ma.yl)e

my recollection is wrong'' (italics ours).

Further comment on this alleged prior use would

seem unnecessary. Furthermore, it is interesting

to note that Denivelle's first application for patent,

filed in August, 1913, was applied for before the

Lord & Taylor job became a public use of any sort

and before it ever came to the notice of the plaintiff.

Campbell Funeral Chapel.

Another sample of loose advocacy is in regard to

the Campbell Funeral Chapel as an alleged prior use

is found at page 44, where defendants' counsel

quotes Fincke who says that this work was done

in 1911 or 1912 ; whereas the next witness, Almiroty,

the architect, definitely fixes the date as about

August, 1916 (R. 455, Q. 10). And yet defendants'

attorney has the temerity to argue (page 54) that

*'he (Denivelle) must have known of the Fincke

work in Campbell's Undertaking rooms". This was

in 1916 when the present application for patent was

filed as a continuation of the first patent. In other

words, Denivelle must have known of the job a

year before it was done or perhaps even before it

was thought of!

DENIVELLE'S EARLY PROCESS UNDERWENT
CONSTANT CHANGE.

At page 61 and elsewhere it is attempted to make

it appear that Denivelle never changed the process
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but merely changed the tools. Defendants' counsel

says (page 61) :

''It nowhere appears that he changed the
method of putting the ingredients together, or
the ingredients."

Even though MacGruer has told us (R. 608) :

"Well, at that time it was very much of an
experiment with himself hecause he had never
used plaster/'

That the Process was in a constant state of transi-

tion is seen by the testimony of Webster, Cooke and

MacGruer. For instance, Webster at R. 266 testi-

fies (italics ours) :

"Q. 161. Is it your testimony that that work
was done in that manner in accordance with
his contract and specifications'? A. Except
where it was altered as he progressed with his

experiments and process of manufacturing his

material, with our consent."

And, again, Webster says (R. 278) in answer to

RDQ.14:
"* * * the experiments would still be car-

ried on to prove what had been done before;

that I brought out in my testimony heretofore,

sir. It wasn't a hard and fast proposition;

when Mr. Denivelle got the contract he started

in trying to improve the method of making this

material to get a better effect .as well as to

expedite the making of it."

And Cooke, R. 290:

"XQ. 9. Well, then, the method that you

used—were they changing from time to time
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Yes, sir
* *

it was changed on the Goelet job—the
texture wasn't coming out right and Mr. Deni-
velle came along there and changed it

—

"

* *

a * * * Well we again changed the applied
tvork in San Francisco; we changed the style of

getting it."

Whipple (R. 218, RXQ. 1 to RXQ. 5, and an-

swers) :

"RXQ. 1. As I understand from your testi-

mony, Mr. Whipple, there were changes and
improvements being constantly made in this

process from the time that .you did the Penn-
sylvania Station until the time of the work in

California? A. Yes, lots of changes—lots of

improvements. '

'

We again call attention to defendant MacGruer's

letter of October 8th, 1913 (R. 646-647), previously

referred to and quoted at page 9 of our opening

brief, where he complained:
u* * * ^g ^ijl demand to be compensated
for all the experimental work we have been
doing for the Exposition Company. * * *

We are being used solely for experimsntal pur-

poses/'

The experimental character of the Process in

late 1913 and beginning of 1914 is further empha-

sized by the following admission of the defense by

the affidavit of D. R. Wagner quoted on pages 10

and 11 of our opening brief. Wagner says that

defendants
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''in order to carry out the provisions and
specifications of the contract * * * j^^^_

pared samples of artificial travertin * * *"

and that
a.
'it was necessary that said MacGruer and
Simpson cafyy on costly and expensive experi-
ments * * *"

and that

^Hhis work was duly performed hy the said

MacGruer <& Simpson after costly experiments
on their part and that it consisted in imitating
Roman travertin in conformity with the speci-

fications provided * * *".

And again note MacGruer testifying in the year

1924 (R. 612) that when it came to the award of the

Biltmore joh in 1922:

''Well, immediately after we bid on the con-

tract we started making experiments" (italics

ours).

THE CASE OF ROOT v. THIRD AVENUE RAILWAY.

At the top of page 60 of defendant's brief, in

speaking of the Boot case, they say:

"This case was not before this Court in the

Ceriat case."

As already pointed out in our opening brief

(page 159) this Boot case urns before this Court in

the Ceriat case. Indeed, the argument of the pres-

ent defendants would seem to be based directly on

that made by the defendants in the Ceriat case in

the petition for rehearing of the latter, beginning

at page 25.
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The following from page 29 of the Ceyiai brief

puts forward even a more forceful argument than

do these defendants:

"And in the case at bar the appellant did not
do anything from which it would appear that
the use in the Pennsylvania Station was merely
an experimental one. It was primarily erected
for the purpose of profit. When the work was
completed, the appellant lost all control over
it. He may have considered it an experiment,
but if so his conduct did not so indicate. The
product became the property of the railroad
company. The appellant did not retain any
control over it, even for experimental pur-
poses. He may have felt that it was an experi-

ment but we find him in San Francisco in the

latter part of 1912 (Tr. fol. 72), (more than
two years prior to applying for the patent)
consulting with the Exposition officials regard-
ing its use. If it had been an experiment prior

thereto, certainly such conduct on appellant's

part was capable of being construed by the

trial court as evidence that the use was not an
experimental one. Certainly an experiment
must mature at some reasonable time and such
finding of the trial court was conclusive."

THE FIRST DENIVELLE APPLICATION OF AUGUST,
1913, AS EVIDENCE DISPROVING ANY INFERENCE
OF ABANDONMENT ON DENIVELLE 'S PART.

Our brief in the Los Angeles case, beginning at

page 74, discussed the law as to divisional and con-

tinuing applications and we there pointed out the

aptness of the decision in Union Carbide Co. v.

American CarMde Co., 172 Fed. 120, and other cases.
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In the Carbide case the original application of

Willson

'*did not claim crystalline calcium carbide, or
crystalline calcium carbide existing as masses
of aggregated crystals. That application was
rejected. He filed another claim for the process
and product, and finally this claim."

The present case is quite like the Carbide case,

as is seen by reference to the method claim of the

first Denivelle application tvhich generally aims to

claim a striated body broadly with or without voids.

This method claim is quoted at page 71 of the

present defendants-appellees' brief, and is is fol-

lows:

**1. The method of producing artifiical

stone surfaces which comprises the application

of a series of jets or sprays of a mobile sub-

stance upon a surface by the movement of a

vessel containing the substance and having dis-

charge mouths, and moving said vessel along

the surface upon which the substance is to be

deposited, thereby forming substantially paral-

lel lines or veins of the substance, and then

filling in the plastic body over said veins to

incorporate said veins into and upon the sur-

face of the body'' (italics ours).

It will be observed by reference to the file wrap-

per that by the action of January 27th, 1914, the

Patent Office demanded a division between the

Process and the Apparatus claims, the Examiner

saying

:

"Claim 1 is drawn to a process of making
artificial stone surfaces, while claims 2 and 3
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are drawn to a depositing device. Division is

required. '

'

As said in Aurora Mantle & Lamp Co. v.

Kaufmann, 243 Fed. 911, 915 (C. C. A. 7tii

Cir.), the Court said:

'' 'Kaufmann first attempted to secure a
process and a product patent through one ap-
plication. The examiner ordered the claims
for the process patent stricken out. Applicant
was then confronted with the necessity of an
appeal or the filing of a new application. The
action of the Patent Office was discretionary

(U. S. ex rel. Steinmetz v. Allen, 192 U. S. 547,

561, 24 Sup. Ct. 416, 48 L. Ed. 555), which dis-

cretion, unless clearly abused, was not subject

to review. Kaufmann, therefore, acquiesced

in the ruling and made a separate application

for the patent on the process. The Patent
Office understood the situation clearly, and rec-

ognized Kaufmann 's right to a division.'
"

Certainly a claim of that sort disproves any con-

tention of abandonment of the invention on Deni-

velle's part.

It is quite manifest that in 1913 and until the

Exposition work was done that the complete method

of manufacturing Artificial Travertin was largely an

undetermined factor. While the patentee had had

some success, he was constantly changing and im-

proving and, as MacGruer admits in October, 1913,

they were experimenting and were being used for

experimental purposes. The invention was in no

condition for final application on the Process or on

the product. Therefore, with the Process claims

temporarily withdrawn from the old application
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the latter was proceeded with on the veining device

which, of course, was a concrete, definite thing.

The last action in the Patent Office in the first

application was on November 2nd, 1916, more than

a year after the filing of the second and final ap-

plication.

A cross reference is found to this application in

the later filed application of Denivelle (see File

Wrapper Exhibit 4).

ALLEGED PRIOR ART PATENTS.

As a last moment defense reference is made at

pages 79-81 of defendants' brief to a number of

patents which have been placed before this Court

without evidence explaining them or their opera-

tion, and it would be proper to wholly disregard

them {Benbow-Brammer Mfg. Co. v. Heffron-

Tanner Co. (C. C. 144, Fed. 429).

In Waterman v. Shipman et al., 55 Fed. 982, 987,

5 C. C A. 371, 376, Judge Wallace, speaking for the

Circuit Court of Appeals of the Second Circuit,

said:

"To sustain the defense of want of novelty
the defendants have set up in their answer,
and offered in evidence, a large number of

patents prior in date to those of the complain-

ant. In the absence of any expert testimony to

explain these patents, or indicate what they

contain tending to negative the novelty of the

complainant's patents, we do not feel called

upon to examine them."
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To the same effect are:

Putnam ei al. v. Van Hofe (C. C), 6 Fed.

897, 902;

Fa.y V. Mason et al, 127 Fed. 325, 333, 62

(C. C. A.) 159;

Benhow-Brammer Mfg. Co. v. Heffron-Tan-

ner Co. (C. C), 144 Fed. 429;

Bell V. MacKinnon, 149 Fed. 205, 79 C. C. A.

163;

Stafford et al. v. Morris et al (C. C), 161

Fed. 113;

Office Specialty Co. v. Winternight & Cornyn

Mfg. Co. (C. C), 67 Fed. 928;

CharmMrg v. Walden (C. C), 141 Fed. 373;

General Electric Co. v. Germania Electric

Lamp Co., 174 Fed. 1013.

However, the patents referred to are only re-

motely related and in no wise disclose, anticipate,

or limit the Denivelle patent in suit. It is incorrect

for counsel for defendants to say at page 81 of de-

fendants' brief regarding the British patent that it

discloses 'Hhe semi-dry, loose, lumpy cementitious

material employed by Denivelle". The patent does

not do anything of the sort. If the Court feels^

called upon to look into this patent it will find that

it calls for artificial marble prepared from dolomite

which has been calcined at a temperature not ex-

ceeding a red heat, and suitable coloring matters.

*' Calcine" is defined in the Standard Dic-

tionary :
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''To expel volatile matter as carbondioxide
or water, from by heat, for the purpose of ren-
dering friable; as to calcine limestone * * *

to become changed by the action of dry heat
into a friable substance or powder/^

This "powder" is mixed with water and made
into a paste and built up into a solid marble-like

effect without voids but merely having veinings

on the surface.

The other patents are even more inapt.

INFRINGMENT.

"Loose, Lumpy Material."

At page 82 of defendants' brief in referring to

the Denivelle patent in suit it is said:

''The patent states, 'Coating 4 is so applied,

and is of such loose, lumpy consistency as to

provide in the finished surface of the cast a
porous, pocket-like appearance between the

striated poured lines or veins 3,' described as

operation (2). (Specification, page 2, lines 4

to 9 inclusive.)

But later on the same page defendants contribute

this misstatement:

"This step, that is to say, the employment of

a semi-dry, loose, lumpy cementitious material

is found in each of claims 1, 2 and 5."

Neither the words "semi-dry" nor "cementi-

tious" appear in said claims, nor are said claims

so limited by necessary inference.



45

While Denivelle in his patent described the

'^pocket-forming material" with required particu-

larity, in the claims this loose, lumpy material is

variously described.

Thus in claim 1 it is:

"a suitable material of such texture and con-

sistence as will leave numerous small portions

of said exposed surfaces out of contact with
said material,"

Claim 2;

"a suitable material of a different color and of

such texture and consistence as will leave nu-
merous small portions of said exposed surface

out of contact with said material,"

Claim 3:

"a suitable material of such texture and con-

sistence as will leave numerous small portions

of said exposed surfaces out of contact with

said material,"

Claim 4:

"a loose lumpy material over the veining ma-
terial to leave a porous body,"

Claim 5:

"loose, lumpy material over the veining to pro-

vide pockets,"

Claim 6:

"loose, lumpy material over the veining to pro-

vide pockets,"

Claim 7:

"loose lumpy material over the veining to pro-

vide pockets,"
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Claim 8:

"loose, lumpy material over the veining to pro-

vide pockets,"

And yet the defendants would make it appear

that this pocket-forming material always must be

'^semi-dry, loose, lumpy cementitious material (page

81) ; or "lumpy, semi-dry plastic material'' (last

line page 81).

We find the same phrase repeated at page 83,

lines 3 and 8; page 84, line 4; page 85, lines 5 and

6; page 85 (middle of the page); top of page 86;

page 110 (italicised); page 110 (four occurrences),

lines 1, 4, middle of page (italicised), six and seven

lines from the bottom of the page.

In an attempt to prove non-infringements defend-

ants say (page 85) :

"No 'semi-dry, loose, lumpy cementitious

material' is employed by these defendants."

Independent of what effect the added moisture

has on the "loose lumpy carbide" or "loose lumpy

material" called for by the claims and (to use the

words of claim 2 for example), this loose, lumpy

carbide is "a suitable material of such texture and

consistence as will leave numerous small portions

of said exposed surfaces out of contact with said

material". (The last word "material" refers back

to the first step of plastic material constituting

the veins.)
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On this subject Denivelle testified (R. 576) :

"The wall surface effect when erected of each
and every one of them being taken in large

areas, for instance, they have a certain deco-
rative effect that has come to be recognized as
of especial value under the head of texture.

They all more or less have a certain artistic

quality in varying degrees, and that has been
found desirable from the standpoint of archi-

tects and the public at large.

"Q. What have you to say in regard to the

production of the slabs, either of your own
method or the Ceriat method, or the present
defendants' method, in producing voids'?

"A. The voids in each and every case are
produced by the use of a lumpy substance that

is placed over these veins in such manner as to

keep certain portions of the mould out of con-

tact with the material itself, and then, as I say,

afterwards being bound together by cementi-

tious or plastic substance that is interposed
over the back of the vein."

And R. 577-578:

"Q. Take the defendants' suggested method
of using calcium carbide on veins and then
backed up with material, and state your com-
parison of that to the method that you have
employed and do employ.
"A. It is substantially the same. In the

preliminary work, in travertine, I tried similar

substances such as quicklime, such as unslacked
lime in a crumbly form ; I also tried bicarbonate

of soda, which had been partly dampened so

as to become lumpy. * * * J repeat that they

are all substantially the same in method and
process, they are created by the same means,
the same steps, and there is practically no
variation except in the degree of the result.

There may be a slight variation in the method,
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but the steps to the result are exactly the
same. '

'

And on cross-examination he testified (R. 584-

585):

"XQ. Now, do you know how these defend-
ants made their imitation travertine in the
Biltmore Hotel job?
"A. I do.

"XQ. Will you describe it to the Court?
"A. Well, I think I have once.

"The Court. Describe it again. I am not
clear in my recollection of it.

"A. All right. They laid a series of lines or
veins on an upturned mould surface—poured or
laid—they afterwards divided these lines with
a cone or something of that sort. They then
used a lumpy calcium carbide in crumbly form
and sprinkled it over these veins and over that

they poured the binder or a coat of cementitious
plaster; in this instance, it was plaster that

was used, colored plaster, over these veins, to

bind the surface mass, and then I believe they
backed it up with fiber plaster of paris rein-

forcement.*******
"XQ. Now, what is the action of calcium

carbide, assuming that was used by the defend-

ants, in the manner in which you have de-

scribed ?

"A. Calcium carbide would, when coming in

contact with the moisture, proceed to start

slacking-, and by the time that that cementitious

mass that had been placed over it had set or

stiffened up, which might be anywhere from
twenty minutes to an hour or more, that slack-

ins: process would have left an ash in these

holes or voids, and bv this slacking process or

this decomposition of th^ calcium carbide these

voids would automatically be left in the sur-
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face by keeping the surface of the mould out
of contact with the material that constituted
the slab."

And R. 586:

"XQ. And the ash blows out or is washed
out of the openings after the block is set?
"A. It should be.

"XQ. So that it forms no part of the com-
pleted cast block?

"A. I think in part it does remain—it does
not slack perfectly; frequently it forms a part
of the cast block. I have found evidences in

the defendants' samples of pieces of carbide
that were unslacked and were part of the
mass."

A can of unslacked carbide such as defendants

use is in evidence as Exhibit 44 (R, 652).

DIFFICULTY OF DRAWING CLAIMS TO COVER EVERY
POSSIBLE VARIANCE.

"The limitation of human language and of

the space required for the written expression
of ideas are such that it is impossible to cover
within the requirement of the patent laws
every possible variation in the embodiment of

the same inventive idea. The phrase 'substan-

tially as described', which is parroted at the

end of every patent claim, was devised to eke

out this poverty of language." (Berry v. Fuel
Engineering Co., 248 Fed. 736, 740.)

We desire to caution the Court concerning the

sample of white plaster of Paris with the carbide

ridge on it which was exhibited to the Court during
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the argument by counsel for the defendant; that

sample was not made according to the Biltmore

job (R. 627 and R. 616 and 610).

As to lack of a supplemented oath to support

product claims 9 and 10: At page 86 of defend-

ants' brief it is said:

"This is a defense which for the first time

was raised in this case. It was not involved

in the prior Ceriat case.
'

'

This subject has been fully discussed in our open-

ing brief beginning at page 34.

But also see the recent case of

Waterhury Buckle Co. v. Prentice Co., 294

Fed. 930, 935.

"The defendant's second defense, alleging in-

validity for lack of the necessary statutory
oath, seems to me to fall within the rule of
stare decisis to which reference has already
been made."

The Court then proceds to quote Judge Mack in

Freeman-Sweet Co. v. Luminous Unit Co.,

264 Fed. 107, 108 (7 C. C. A.) :

"This former decision, to which these appel-
lants were not parties, is, of course, not res

adjudicata as to them. But is is more than
persuasive; the validity of a patent, once sus-

tained on appeal by this court, is not subject

to complete re-examination at the instance of
each subsequent alleged infringer. Unless
clearly shown to be erroneous, the determina-
tion by this court of the validity of a patent

on full hearing in a contested suit, will not be
reconsidered. New matter, not theretofore in-

troduced in evidence, and not merely cumu-
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lative in character, will be given full considera-
tion; even the conclusions reached on the for-

mer evidence may be challenged as clearly er-

roneous. But the fact that alleged anticipating

patents, or the file wrapper and contents,

though in the record, are not specifically dis-

cussed in the earlier opinion, is of course, far
from a demonstration, or even a suggestion that

they were not duly weighed or that the con-

clusions reached on the former record are

clearly wrong '^ (italics ours).

CONCLUSION.

In asking the Court to re-establish its former

Decree as the law with respect to the patent in suit

we recall the language of the Court of Appeals for

the Sixth Circuit in the leading case of Penfield v.

Potts, 126 Fed. 475, 478:

"Technically, the present appellants may not
be concluded by our former decision, nor by
that of the Supreme Court, because not parties

or privies in the case of Potts v. Creager. But
a decent respect for the stability of Judicial
decision, and a proper regard for the security

of property in patents, requires that we shall

not reverse our original holding in respect of

the same patent, unless convinced of a very
palpable error in law or fact. We are not con-

vinced of error in the present case, and see no
reason for disregarding the rule of stare de-

cisis."

Or as Judge Lacombe expressed the rule in Crier

V. Innes, 170 Fed. 324 (C. C. A. 2nd Cir.) :

"This decree, being between other parties,

does not constitute res adjudicata. We are not
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constrained to follow it upon any principle of
stare decisis. Still we think an orderly ad-
ministration of justice in patent causes re-

quires, as a general rule (to which this case does
not constitute an exception), that when a pat-

ent, after full hearing, has been declared by
the Circuit Court to be valid and such decree
has been affirmed by this court, we should fol-

low the decision in a subsequent case involving
the validity of the same patent, and not pre-

senting any essentially different evidence, not-

withstanding the claim of invalidity was not
urged upon this court upon the prior appeal."

And Freeman Sweet Co. v. Luminous Unit Co.,

supra (certiorari denied 252 U. S. 486) :

"the validity of a patent, once sustained on
appeal by this court, is not subject to complete
re-examination at the instance of each subse-

quent alleged infringer. Unless clearly shown to

be erroneous, the determination by this court of

the validity of a patent on full hearing in a

contested suit, will not be reconsidered. * * *

•But the fact that alleged anticipating patents,

or the iile wrapper and contents, though in the

record, are not specifically discussed in the

earlier opinion, is of course, far from a demon-
stration, or even a suggestion that they were

not duly .tveighed or that the conclusions

reached on the former record are clearly

wrong."

Dated, San Francisco,

November 22, 1924.
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Chas. E. Townsend,

Wm. a. Loftus,

Attorneys for Appellant.


